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2a)D This action is FINAL. 2b)|3 This action is non-final. 
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DETAILED ACTION 



1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 23 June 
2005 has been entered. 



2. Claims 1-3, 5-8, 10, 12, 14-15 and new claims 18-19 are pending in the 
application and claims 4, 9, 11, 13, 16 and 17 have been canceled without prejudice. 



3. The text of those sections to Title 35, U.S. Code not included in this action can 
be found in a prior Office Action, filed 25 June 2004. 



New Claim Rejections - 35 USC § 112, second paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Step (c) does not state which "parental maize line" is the recurrent parent. 
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This rejection can be overcome by the insertion of - - of interest - - after "line" in 
step (c). 

Response to Arguments 

Claim Rejections - 35 USC § 112, first paragraph - Enablement 

6. Claims 1-3, 5-8, 10, 12, 14-15 remain rejected and new claims 18-19 are rejected 
under 35 U.S.C. 112, first paragraph, as failing to comply with the enablement 
requirement. The claims contain subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. The rejection is 
repeated for the reasons of record as set forth in the Office Action filed 25 June 2004, 
pages 3-9 as applied to claims 1-12 and 14-16. 

Applicant argues that the instant invention is broadly applicable to different maize 
lines based on the documented ability of others to utilize several maize lines in 
generating hybrid lines when combined with A188 or Hi-ll as the other parent (see 
pages 7-8, last and first paragraphs, respectively, of the REMARKS, filed 23 June 
2005). 

This is not persuasive. Though the listed references document lines that may be 
used to generate hybrids, the instant specification fails to produce such a list. Thus, 
there is no evidence that other lines can be used in the invention as claimed. Even if 
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one of skill in the art were use the lines as listed in the references listed on pages 7-8 of 
the REMARKS filed 23 June 2005, this list of maize lines does not encompass the 
broad genus of "different maize lines". Furthermore, the claims are not limited to hybrids 
which have either A188 or Hi-ll as one parent. 

Applicant argues that transformation of several plant species has been achieved 
by utilization of T-DNA vectors (see page 8, second paragraph of the REMARKS filed 
23 June 2005). 

This is not persuasive. The specification does not provide any evidence of any 
plants, except maize, used in the invention as claimed. Applicant states "several plant 
species [have] been achieved by utilization of T-DNA vectors"; however, this does not 
enable Applicant's invention to work with "all the claimed groups of plants including crop 
plants, vegetables, and flowers. ..as amenable targets for Agrobacterium-mediaied gene 
transfer" as stated on page 8 of the REMARKS filed 23 June 2005. The declaration of 
Dr. Perez that "making hybrids... are well known in the art" does not enable the invention 
to be used with any hybrid formed by any cross between any line of interest and any 
line adapted to transformation. As stated above, the specification only provides 
evidence of the invention being used with maize. Furthermore, the suggested plant 
species of sunflower, canola, tomato or melon are not "recalcitrant or unsuited to 
transmission", as newly claimed. 
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Applicant argues that methods for analyzing and comparing genomes are well 
known in the art (see page 9 of the 'REMARKS 1 , second paragraph). 

This is not persuasive. The Examiner agrees that methods for analyzing and 
comparing genomes are well known in the art; however, the art also shows that such 
methods are unpredictable, as discussed previously (see page 8, first and second 
paragraphs of the Office Action filed 25 June 2004). In addition, Applicant only discloses 
the use of RFLP with maize and has not shown that all methods for analyzing and 
comparing genomes of transformed plants will work with the invention as claimed. The 
Examiner maintains the rejection of this previous Office Action (see page 4, first 
paragraph of the Office Action, filed 21 January 2005). 

Applicant's arguments regarding new claims 18 and 19 in that they are limited to 
maize, thus overcoming the Examiner's previous rejections are not persuasive (see 
page 9, first paragraph). 

Though the claims are limited to maize as the "maize line suited to 
transformation", they are not limited to A188 or Hi-ll as the "maize line suited to 
transformation". 

Applicant argues that Welsh et al demonstrate that the Examiner's rejection is 
"unsound" (see page 10, third paragraph of the REMARKS filed 23 June 2005). 

This is not persuasive. Applicant has failed to provide any evidence showing that 
the Examiner's reliance upon Welsh et al is not sound and therefore this is merely an 
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opinion that is not supported by fact nor evidence. Applicant is reminded that Welsh et 
al was cited to demonstrate the unpredictability inherent in identifying genomic 
sequences in the absence of a recitation of highly stringent conditions. 

Applicant's arguments with regards to the number of backcrosses used in the 
invention have been considered and are not persuasive (see the Perez declaration, 23 
June 2005, paragraphs 12 and 13). 

The Examiner maintains the rejections of record set forth in the previous Office 
Action filed 25 June 2004, page 7, second paragraph. In summary, it was stated that it 
is impossible to obtain truly isotransgenic lines if the transgene were originally inserted 
into the non-agronomic parent. 

Claim Rejections - 35 USC § 112, first paragraph - Written Description 

7. Claims 1-3, 5-8, 10, 12, 14-15 remain rejected and new claims 18-19 are rejected 
under 35 U.S.C. 112, first paragraph, as failing to comply with the written description 
requirement. The claims contain subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed 
invention. The rejection is repeated for the reasons of record as set forth in the Office 
Action filed 25 June 2004, pages 10-12 as applied to claims 1-12 and 14-16. 
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Applicant argues that the Examiner appears to be basing the written description 
rejections on a lack of working examples of certain embodiments of the invention. 

This is not persuasive. The Examiner is not basing the written description 
rejections on a lack of working examples of certain embodiments of the invention. The 
Examiner has explained the reasons for the written description rejections in a previous 
Office Action (see pages 1 0-12 of the Office Action filed 25 June 2004), namely that the 
single exemplified species of transformed maize plants with A188 as one parent, is not 
representative of the broadly claimed genus of any plant species, or the broadly claimed 
genus of any maize genotype. 

Applicant argues that the Examiner has the initial burden of presenting evidence 
or reasons why persons skilled in the art would not recognize Applicant's invention. 

This is not persuasive. The Examiner has already met this burden and has 
presented reasons why persons skilled in the art would not recognize Applicant's 
invention (see pages 10-12 of the Office Action filed 25 June 2004). In summary, the 
reasons include lack of written description regarding the genetic or morphological 
description of the lines used in the invention or the markers used in the invention. 
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Claim Rejections - 35 USC § 102 

8. Claim 12 remains rejected and new claim 19 is rejected under 35 U.S.C. 102(b) 
as being anticipated by Ragot et al as stated on pages 14-15 of the previous Office 
Action, filed 25 June 2004, for claims 11-12 and 16. 

Applicant argues, "theoretical assumptions cannot ground a rejection based on 
anticipation" (see page 12, second paragraph of REMARKS filed 23 June 2005). 

This is not persuasive. The Examiner has explained in a previous Office Action 
why the claims are anticipated by Ragot et al (see pages 14-15 of the Office Action filed 
25 June 2004). In short, the Examiner refers Applicant to In re Thorpe, which teaches 
that a product-by-process claim may be properly rejectable over the prior art teaching 
the same product produced by a different process, if the process of making the product 
fails to distinguish the two products. In the instant application, the isotransgenic corn 
plants taught by Ragot et al differ from the claimed corn plants only in their method of 
making (see page 14, third and fourth paragraphs, of the Office Action filed 25 June 
2004). 

In addition, the Examiner refers Applicant to In re Best, which teaches that where 
the prior art product seems to be identical to the claimed product, except that the prior 
art is silent as to a particularly claimed characteristic or property, then the burden shifts 
to Applicant to provide evidence that the prior art would neither anticipate nor render 
obvious the claimed invention. Applicant has failed to provide any evidence that the 
prior art would neither anticipate nor render obvious the claimed invention. 
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Applicant argues that the amendment of claim 12 overcomes the previous 
rejections (see page 13, last paragraph of the 'REMARKS' filed 23 June 2005). 

This is not persuasive. Though the claim has been amended to include 
recalcitrant or unsuited to transformation lines, Ragot et al teach recalcitrant or unsuited 
to transformation lines, i.e. elite inbred corn lines (see page 46, fourth paragraph). 

With regards to Applicant's reference to the Perez declaration regarding 
backcrossing, the Perez declaration provides a theoretical scenario, and there is no 
indication that linkage drag occurred in the plants of the Ragot et al reference. In 
addition, the Perez declaration admits that 3 or 4 backcrosses, as taught by Ragot et al, 
would be sufficient to obtain isotransgenic lines (see page 6, lines 1-3). 

Claim Rejections - 35 USC § 103 
9. Claims 1-3, 5-8, 10, 12, and 14-15 remain rejected and new claims 18-19 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida et al, in view of Does 
et al, Hie et al, Armstrong et al, and Ragot et al as stated on pages 15-18 of the 
previous Office Action, filed 25 June 2004, for claims 1-12 and 14-16. 

Applicant argues that the selection step in claim 1 is absent and not suggested 
by the prior art and thus the claims are not obvious in view of the cited art (see page 14, 
third paragraph of the REMARKS filed 23 June 2005). 

This is not persuasive. The Examiner has addressed this argument in a previous 
Office Action wherein, in summary, it was stated that the test for obviousness is what 
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the combined teachings of the references would have suggested to those of ordinary 
skill in the art (see page 1 1 , first paragraph of the Office Action filed 21 January 2005). 

The Perez declaration does not overcome the 1 03 rejection set forth in the 
previous Office Action. The figures in the Perez declaration as well as the argument with 
regard to backcrossing seem to address the Ragot et al reference; however, the basis 
of the 103 rejection is the combination of references not a single reference. 

Applicant argues that the Examiner has improperly used Applicant's teachings as 
a blueprint to reconstruct the claimed invention from disparate references that contain 
no motivation to combine their disclosures. 

This is not persuasive. The Examiner simply quoted from Applicant's 
specification to show that the references used in the 103 rejection used parental plants 
and process steps which were inherently the same as those instantly claimed. Further, 
the Examiner disagrees with Applicant in the assertion that there was no motivation to 
combine the references. The Examiner directs Applicant's attention to page 17, last 
paragraph, last two sentences of the Office Action filed 25 June 2004 where it states the 
motivation (i.e. desirability of isogenic transgenic lines and success in obtaining them as 
taught by Ragot et al). 



Application/Control Number: 10/048,185 Page 11 

Art Unit: 1638 



Conclusion 



1 0. No claims are allowed. 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith 0. Robinson, Ph.D. whose telephone number is 
571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jones can be reached on 571-272-0745. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Keith 0. Robinson, Ph.D. 

September 8, 2005 DAVID T. FOX 

PRIMARY EXAMINER 
GROUP 1S* /6 ^ 




